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REMARKS 

This paper is in response to the office action mailed April 9, 2004. Claims 1- 
26 remain under consideration in the application. Claims 1 and 13 have been 
currently amended. Claims 21-26 have been newly added. No new matter has been 
added. Reconsideration and further examination of the application is respectfully 
requested. 

The invention relates to a method of photography that protects against 
photographer error by, in at least some circumstances, taking two photographs in 
response to a single indication that a photograph is to be taken. One of the 
photographs is taken with user-specified camera settings, and one of the photographs 
is taken with camera settings that are automatically determined. A camera that 
embodies the method is also claimed. 



In the claims: 

Claims 1 and 13 have been currently amended by removing ordinal 
designations from the listed steps of the method in claim 1 and from the listed 
functions performed by the camera in claim 1 3. These changes emphasize that the 
steps may be performed in orders different than as listed in the claims. The changes 
find support in the specification at page 7, lines 7-8. 

Claims 1, 5, 8, 11,13, 14, and 16 have been rejected under 35 USC 102(b) as 
being anticipated by Cloutier, et al. (U.S. Patent No. 4,811,042). Applicant 
respectfully traverses. A claim is anticipated only if each and every element of the 
claim is found, either expressly or inherently, in a single prior art reference. 
Verdegaal Bros. V. Union Oil Co. of California, 814 F.2d 628,631, 2 USPQ2d 
1051,1053 (Fed. Cir. 1987). Applicant's claim 1 recites taking first and second 
photographs in respon se to the same indication that a nhnto^ph is to he taV^n One 
of the photographs in is taken using user-specified camera setting, while the other is 
taken using automatic camera setting s 

By contrast, Cloutier discloses taking only one photograph. Cloutier does 
disclose "automatically providing a nominal exposure" and "providing an operator- 
selected exposure", but rather than take a photograph with each, Cloutier takes only 
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one photograph, "exposing the picture frame in accordance with the operator-selected 
exposure" and then Recording data in association with the picture frame which 
indicates the difference between the nominal and operator-selected exposures." 
(column 1, line 67 through column 2, line 8) 

Figure 2 of Cloutier confirms this analysis. The flowchart of Cloutier's Figure 
2 begins with the actuation of a shutter release, Later, a decision block determines 
whether exposure compensation is to be used. Regardless of the decision, only one 
photograph is taken. In the case that no exposure compensation is to be used, one 
photograph is taken, indicated by the block labeled "Utilize Nominal Exposure". If 
exposure compensation is to be used, then one photograph is taken, indicated by the 
block labeled "Utilize Compensated Exposure". The flowchart of Courier's Figure 2 
cannot be traversed in a way that causes two photographs to be taken. 

Because not all of the limitations of Applicant's claim 1 are found in Cloutier, 
the reference does not anticipate the claim, and claim 1 is believed allowable. 

Claims 5, 8, and U depend from allowable claim 1 and add further limitations, 
and are thus also believed allowable. 



Similarly, Applicants claim 13 recites a camera that takes first and second 
photographs in response to the same indication that a ph otograph is to be taW One 
of the photographs is taken using user-sp ecified camera setting s and the other is taken 
usin S automatic camera settings. By contrast, Cloutier discloses taking only one 
photograph "accordance with the operator-selected exposure" and then "recording 
data in association with the picture frame which indicates the difference between the 
nominal and operator-selected exposures." (column 1, line 67 through column 2, line 
8) Because not all of the limitations of Applicant's claim 1 3 are found in Cloutier, the 
reference does not anticipate the claim, and claim 13 is believed allowable. 

Claims 14 and 16 depend from allowable claim 13 and add further limitations, 
and are thus also believed allowable. 

Claims 2-4, 9, 10, 12, 15, 17, 18, and 20 have been rejected under 35 USC 
103(a) as being unpatentable over Cloutier et aL (U.S. Pat. No. 4,81 1,042) in view of 
Official Notice. Applicant respectfully traverses the rejection because the examiner 
has not made out a prima facie case of obviousness. In order to establish optima 
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facie case of obviousness, "the prior art references (or references when combined) 
must teach or suggest all of the claim limitations. (MPEP 2143) 

The examiner relies on Cloutier to supply the limitations of independent claim 
1, and takes Official Notice that the additional limitations of claims 2-4, 9, 10, and 12, 
which depend from claim 1, are known in the art. However, as explained above, 
Cloutier does not teach or suggest all of the limitations of Applicant's claim 1 . 
Specifically, as described above, Cloutier does not teach or suggest taking first and 
second photographs in response to the same indication that a photograph is to be 
takerj. Because this claim limitation is absent from the cited art, even taken in view of 
Official Notice, the prima facie case fails, and claims 2-4, 9, 10, and 12 are believed 
allowable. 

Similarly, not all of the limitations of independent claim 1 3 are taught or 
suggested in the cited art, and thus neither are all of the limitations of claims 15, 17, 
1 8, and 20, which depend from claim 13 and add further limitations. These claims arc 
also believed allowable. 

Claims 6, 17, and 19 have been objected to as being dependent on rejected 
base claims, but the examiner has indicated they would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any 
intervening claims. Because the claims from which these claims depend have been 
shown to be allowable, these claims are also believed allowable as written. 

Claims 21-26 have been newly added. These claims find support in the 
specification at page 2 lines 2-7, page 6 lines 18-23, page 8 line 15 through page 9 
line 10, page 10 line 14 through page 1 1 line 7, and in Figure 5. None of the prior art 
cited by the examiner, taken singly or in combination, discloses all of the elements of 
new claims 21-26, and these claims are therefore believed allowable. 
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Applicant believes this application is in condition for allowance, and such 
action is earnestly solicited. 



Respectfully submitted, 

By h±aAirs/^ id. IsU^^ 
David W.Boyd 
Reg. Number 50,335 

21 April, 2004 

Fort Collins, CO 80528 

(970) 898-4475 
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